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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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earned patent term adjustment See 37 CFR 1.704(b). 
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1 )Q Responsive to communication{s) filed on . 

2a)\3 This action is FINAL. 2b)EI This action is non-final. 
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1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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DETAILED ACTION 
Response to Amendment 

Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Kimura 
et al (US Patent 6,521 ,031) 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .1 31 . 

Kimura et al an ink jet ink comprising a coloring composition which contains an 
oil-soluble dye represented by the following formula (I): 
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Formula (I) 




wherein, and R" represent respectively independently 
one of a hydrogen atom, a halogen atom, an aliphatic 
group, an aromatic group, a heterocyclic group, a cyano 
group, — OR^S — SR'^ — CO^R^^, —OCOR^\ 
_,s4Ri5(^i6^ — CONR'^'R'^, — S02R'% 
-^O^NR^R^', — NR^^CONR^^R^^ — ^^R^^C02R^^ 
_COR^^ — NfR^^COR^^, and NR^SO.R^^ 

R^^ R", R'\ R^^ R^^ r^^ r'^ R^^ r^, r-\ R^^ 

j^23^ R^^, R2^, R^^, R^\ R2«, R^^, R^, and R^^ repre- 
sent respectively independently one of a hydrogen 
atom, an aliphatic group, and an aromatic group; 
R^ and R^ may be connected to each other and form a 
ring; 

A represents one of — ^NR^^R^ and a hydroxyl group; 
R^ and R** represent respectively independently one of a 
hydrogen atom, an aliphatic group, an aromatic group, and 
a heterocyclic group; 

represents one of =C(R^) — and =N — and 
B^reprcsenls one of — C(R**)= and — N=; 
R^, R**, R^ and R** represent respectively independently 
one of a hydrogen atom, a halogen atom, an aliphatic 
group, an aromatic group, a heterocyclic group, a cyano 
group, — 0R^\ — SR^^^, — CO^R", — OCOR^\ 
— NR^^R^^ — CONR"R^«, — SO^R". 

— $02NR^R^^ — NR^^co^^R^^R^^ — ^^R^^co.R^^ 

COR^^ — NR^^COR^^ and MR^^SO.R^^ 

R51 nS2 n53 q54 p55 tj56 n57 ^58 nS9 p60 n6l n62 
,l\ ,t\ ,l\ ,K ,lv ,1\ ,K ,x\ ,iv ,i\ ,K » 

j^63^ R^-*, r65^ r^^, r^\ r^«, r^^, r^o^ ^^p^^. 
sent respectively independently one of a hydrogen 
atom, an aliphatic group, and an aromatic group; 
R^ and R\ R^ and R^. R^ and R^ R^ and R^ and R'' and 
R^ may be combined with each other and form rings; 
and 
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Q includes at least one nitrogen atom and, together with 
a carbon atom to be combined, represents an atom 
group which is required to form a nitrogen-coutaimag 
heterocyclic ring having a five-membered ring or more. 

The reference further teaches that the liquid medium may comprise water and a water 
miscibie organic solvent, to which, as occasion demands, an additive such as surface 
active agent, a dry-preventing agent, a stabilizer, an antiseptic (abstract and col. 3 line 
15+). The oil-soluble polymer includes vinyl polymers and condensed polymers such as 
polyurethane, polyester, polyamide, polyurea and polycarbonate. The polymer may be 
nonionic and ionic polymer including carboxylic acid and sulfonic acid (col. 27 line 18- 
col. 28 line 63). The molecular weigh of the oil-soluble polymer is usually from 1 ,000 to 
200,000. The coloring composition can be produced by dispersing the oil-soluble dye 
and the oil-soluble polymer in the form of coloring particulates, by a production process 
of co-emulsification dispersion process, which can be placed into a water-based solvent 
(col. 34 lines 18-43). The oil-soluble polymer in the coloring composition is present in 
the amount of 10 to 1000 mass parts of the oil-soluble dye (col. 35 lines 43-53). The 
organic solvent is present in the amount of 10 to 2000 mass parts of the oil-soluble 
polymer (col. 36 lines 1-9). The additives include a neutralizing agent, a dispersant and 
a dispersion stabilizer (col. 36 lines 27-28). The amount of the dispersion, dispersion 
stabilizer and surfactant added is 0 to 20 percent by mass (col. 36 lines 66-67). The 
surfactant may be present in the composition in the amount of 0.5 percent or more (col. 
53 line 62-67). The composition further comprises a high boiling point organic solvent in 
the amount of 1 to 1000 mass parts relative to the oil-soluble dye. The coloring 
particulates in the coloring composition are present in the amount of 1 to 45 percent and 
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have a particle size from 1 to 500 nm (col. 37 lines 12-18). The composition may also 
contain alcohols including isopropyl alcohol, n-butyl alcohol and sec-butyl alcohol, 
ketones and ethers (col. 50 lines 28-40). The surface tension of the ink composition 
from 20 to 60 mN/m and viscosity Is 30 mPa«s or less (col. 54 lines 7-10). The ink 
composition may be used in an Inkjet recording method may be charge control, drop on 
demand, acoustic or piezo type recording method (col. 56 lines 51-61). The substrate 
on which in ink composition may be printed on include plain paper, resin-coated paper 
and film (col. 54 line 19+). The composition as taught by Kimura et al appears to 
anticipate the claimed invention. 

Response to Argument 
Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of ^ejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Veronica Faison-Gee whose telephone number is 571- 
272-1366. The examiner can nonnally be reached on Monday-Thursday and alternate 
Fridays 8 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




